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I-OVERVIEW&FACTS

A.
1.

Overview

An invention, under the Patent Act, must be useful. The requisite standard of usefulness

is ordinarily low: a "mere scintilla" of utility will suffice.

2.

A doctrine known

as the "promise

of the patent" represents an extra-statutory exception

to the "scintilla" standard for patent utility. In recent years, the Federal Courts have relied on
this doctrine to invalidate pharmaceutical patents. Patented inventions for useful and successful
drugs have been found not to be useful for failing to meet a more onerous standard of utility
supposedly "promised" in the patent.

3.

The promise doctrine lacks proper support in Canadian jurisprudence and in the bargain

theory underlying the patent grant. The doctrine is unconcerned with whether an invention

fulfills in fact any promise made in the patent for that invention, asking instead whether a
promised, high utility was demonstrated or soundly predicted as of the patent's filing date.

4.

This is no mere technical squabble. As the Rt. Hon. Professor Sir Robin Jacob and
Professor Mark D. Janis explain, the utility standard is crucial to the proper functioning of the
patent system, particularly in the pharmaceutical industry, which relies on early patent protection

to finance the enormous expense required to take an invention from conception to market. The
Canadian "promise" approach to patent utility diverges sharply from that of other jurisdictions,
creating real problems in the global patent system.

5.

The promise doctrine has created a disparate body of jurisprudence and considerable

academic commentary. The end result is a doctrine of uncertain scope which provides no clear

analytic framework within which to either find or apply promises. Such uncertainty in the law is
unfair to both patentees and the public.

6.

The present case raises all ofthese issues.

7.

In !994, AslraZeneca filed an international patent application and subsequently obtained
Patent No. 2,139,653 in Canada for the esomeprazole drug. As of the patent filing date,
AstraZeneca had performed internal studies, but the drug had not yet been clinically evaluated in

human subjects. In 2001, esomeprazole, branded NEXIUM, obtained commercial approval for
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use in patients and became a very successful drug.

8.

However, the Trial Judge found the 653 patent invalid because AstraZeneca did not

demonstrate or soundly predict, as of the patent's frling date, an improved therapy in patients that
he found to be "promised" by the patent.

9.

Why have the 653 and other patents for valuable and useful drugs in recent years been

found invalid based on the promise doctrine? Why is the lower standard applied in other
jurisdictions not suffrcient in Canada? This Court, recently, was about to consider the promise
doctrine on an appeal by Apotex, but the appeal was discontinued on the eve of the hearing.

10.

The proposed appeal

will permit this Court to provide much

needed clarification as to the

basis and scope of the promise doctrine, and to consider the correctness and impact of the lower

Courts' application of the doctrine.

B.
1.

Background
Omeprazole

1

- the gold standard. AstraZeneca

is a global, innovative pharmaceutical

(ll, 23).t Omeprazole,

first marketed by AstraZeneca in 1989, is a gastric acid
inhibitor known as a proton pump inhibitor (PPI) and it became the gold standard in acid
company

inhibition (317). Omeprazole is racemic, meaning that it consists of a 50:50 mixture of the i+¡
and

O

12.

omeprazole isomers referred to as "enantiomers" (64).

Omeprazole successor

project.

AstraZeneca's research initiative

to improve

upon

omeprazole focused on making and testing new compounds analogous to omeprazole. A two-

year long personal side project of Sverker von Unge, a scientist at the company, instead led to

optically pure salts of the two individual enantiomers of omeprazole (337-341).

13.

Patent

filing. In May 1994, AstraZeneca

filed an international patent application under

the Patent Cooperation Treaty ("PCT") which later resulted in the 653 application in Canada.
This application described novel compounds: optically pure salts of the

O

and (+) enantiomers.

14. Clinical testing. As of the patent filing date, several internal

studies had been

performed. However, the enantiomers had not been tested in humans (135, 136). AstraZeneca
t 2014 FC 63 8
[Trial Decision] at paras I 1 , 23 hereinafter denote d (ll, 23).
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concluded from the

first human clinical study that the (,

esomeprazole, showed

a

greater difference

in

enantiomer, also known

acid inhibition compared

to

as

omeprazole.

Esomeprazole was subsequently approved for use in patients.2

15.

Commercial product. Esomeprazole magnesium is the active ingredient of the drug
marketed under the brand NEXIUM. It proved to be very successful (1). The claims of the 653
patent only include the salts

of the esomeprazole

enantiomer (not the (+) enantiomer) that

proceeded to commer cializatíon.

16.

Apotex sold its generic version of esomeprazole (2), precipitating the proceedings below.

C.
17.

Trial Decision

The 653 patent claims to the compound, optically pure esomeprazole magnesium
(amongst other salts) were asserted against Apotex. In response, Apotex challenged their
validity, asserting that the claimed invention was not new, inventive (unobvious) or useful.

18.

The Trial Judge found the inventive concept of the claims in issue to be the esomeprazole

compound with high optical purity, and found the claimed compound to be novel (258) and
unobvious (365). The Trial Judge also found that skilled person would have understood that the
claimed compound would be useful as a PPI (162).

t9

Apotex nevertheless succeeded in its utitity attack under the promised utility doctrine.

20.

Disclosure-based promise. The attack hinged on a statement in the disclosure (3):

It is desirable to obtain compounds with improved pharmacokinetic and metabolic properties
which will give an improved therapeutic profile such as a lower degree of interindividual
variation. The present invention provides such compounds, which are novel salts of

single

enantiomers of omeprazole.

2l.

Elevated utility standard. Apotex argued that utility must be assessed against this

"promise"

of an improved

therapeutic profile

in patients, and that failure to

establish this

elevated promise as of the filing date renders the entire patent void.

22.

Heightened disclosure. Apotex argued that even if this promise was sound at the time of

transcript, Andersson volume 18a, p. 2871lineg -28731ine15; p.2875line 1l
(hereinafter denoted volume:page(line)).

'Trial

-p'2877 line 15
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patent filing, the patent is nonetheless invalid for failing to disclose its soundness in the patent.

23.

No assertion of actual lack of "promised"

utility.

Notably, there was no assertion that

this promise was not demonstrated in clinical trials after the patent filing date.

24.

Highest promise

/

minimal inventive concept. Apotex's submissions to the Court

distinguished between the exercises of ascertaining the "promise" and the "inventive concept".

In Apotex's view, construing the promise is a disclosure-driven inquiry

because

it is the

"promise of the patent"; whereas construing the inventive concept is a claims-based inquiry.3
According to Apotex, the inventive concept in this case is just the compound of the specified
purity and does not include any characteristics not claimed.

25.

One harmonious construction, AsîaZeneca disagreed and submitted there is only one

patent construction for all purposes; that an invention cannot be read up for one pu{pose and
down for another (266). The claims in issue are to a new compound and any promise is limited to
properties inherent to it (e.g. metabolic) as part of the inventive concept.

26.

Despite noting the parties' disagreement on the basic legal framework as "alarming"

(266), the Trial Judge rejected as incorrect in law the one patent construction for all purposes
approach and agreed with Apotex (87, 265-69). On this analysis, the Trial Judge found the

words

"will give" in the disclosure "clearly provides"

a promise (126). The Trial Judge also

found the promised utility is not constrained by the patent's claims. Consequently, even though
the (+) enantiomer was not claimed (and hence not monopolized), AstraZeneca was required to
establish that this enantiomer would also give improved therapy.

27.

The 653 patent's invalidity turned on the promised utility doctrine. Despite its many

strengths, the 653 patent for NEXIUM was held

invalid. Its ingenuity and novelty could not

overcome the absence of a demonstration or sound prediction of an improved therapeutic profile

in patients (367),

assessed

only as of the patent filing date, and supposedly promised by the

patent for both enantiomers (199-213).

28. It was insufficient

that Apotex's own expert agreed that

it

could be predicted that the

transcript, Apotex closing 3l:4S35(20)-4592(7). Apotex's submissions were made in response to a
Direction dated November 18, 2013, during closing submissions.

' Trial
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claimed (-) enantiomer would be metabolized slower than (+) omeprazole, fo some degree iz
vivo (212). V/hile the Trial Judge's conclusion ultimately turned on an arguably incorrect legal

- the failure of AstraZeneca to also support the promise for
the (+) enantiomer that was not claime d (2ß)4 - the standard for sound prediction was also
test and an irrelevant consideration

elevated to one of certainty: that

it was not "clear if this would result in improved

therapeutic

profile" (2I2, emphasis added).

D.
29.

Federal Court of Appeal Decision (2015 FCA 158)

On appeal, AstraZeneca relied on a decision issued after the Trial Decision, Celebrex

FCA,s and argued that the Trial Judge erred in his legal approach to determining a promised

utility: that Celebrex FCA had rejected the same necessarily

overarching patent promise

approach that Apotex advocated, and was accepted at trial below. AstraZeneca invited the panel

to consider how an alleged promise of utility could overarch the entire patent if, as found by the

Trial Judge, the 653 patent is not a new use patent (141), the promise was not the gravamen or
essential to the invention (72-81) nor part of the inventive concept of the invention claimed (271-

2n).6

AstaZeneca also submitted that sound patent law principles require a coherent and

harmonious approach

to patent construction for all

purposes (FCA,

10). At the hearing,

AstraZeneca relied on another recent decision holding there is one construction for all purposes.T

30.

The FCA dismissed the appeal below with short reasons.

31.

The FCA believed

it

"important" that AstraZeneca "did not ask" the Trial Judge to

construe the promise of the patent on a claim by claim basis, and held that the Judge was entitled

to rely upon the iis as framed by the parties in light of the expert evidence (FCA, 7-8). Neither
basis has support. AstraZeneca's position had always featured a claim-differentiated utility.s

o

Para 209 of the decision cites to general hypotheticals put to Dr. Tracy about slow metabolizers and
and (+) enantiomers. Trial transcript, Tracy
omeprazole without distinguishing between the
16:2503(4)-2505(14). The evidence was uncontroverted that most patients are rapid metabolisers.
s
Apotex Inc v Pfizer Canada Inc,20I4 FCA 250 lCelebrex FCA).
6
The parties' memoranda before the FCA are included in this application for reference.
' Zero Spill Systems (Int't) Inc v Heide,2015 FCA 1 15 at para 96 lZero Spilll,leave to appeal to the SCC
pending (SCC Case No. 36542).
8
AZ written argument, paras 49-52, 124-134; trial transcripts: AZ opening 1:85(18-22), 10:1647(8)1648(5), 164S(15-17), closing 31:5020(19)-5021(20),32:5134(10-23); Apotex closing reply 32:5294(20)s29 s(7), s302(r9)-s303 ( I 9), s322(3 -t9).

O
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32.

The FCA's finding that the Trial Judge did not reject a claim by claim construction, but

rather directed comments to the weight of the expert evidence (FCA, 9), is contradicted by the
Judge's reasons: the Trial Judge's promise construction and consideration of the evidence were

driven by his acceptance of Apotex's argument thata promise of utility is not a claims based
analysis (and indeed is the "promise of the patent"). The Judge was explicit that claims only

limit the promise if there was ambiguity about what the patent was promising (206). In stark
contrast, claims construction and inventive concept begins with the claims and only considers the
remainder of the patent (disclosure) if necessary (269).

33.

That his promise construction was unconstrained by the claims was clearly evidenced by

his finding that the promise in the disclosure extended to the (+) compound not at all claimed by
the 653 patent (202-206).

34.

Significantly, without at all addressing AstraZeneca's reliance on the subsequent decision

of the same court (a different panel) in

Celebre.x, the

FCA rejected AstraZeneca's arguments,

including on the decisive legal question: that the various aspects of claim construction
essential elements,

utility, and inventive concept

-

-

its

should be harmonious since a patent claim

receives one interpretation for all purposes. The FCA rejected this submission on the basis that

no support in the jurisprudence was shown (FCA, 10-11), without at all referring to its own
decision in Zero Spilt or this Court's decision 'tlhirlpool relied on by AstraZeneca.e The FCA
offered no guidance to the contrary, or at all.

35.

The FCA found that the Trial Judge did not en by considering the patent as a whole,

citing his reliance on an earlier FCA decision. The question of law raised by AstraZeneca was

not whether resort to the disclosure was warranted.

It was the elevated

emphasis on the

disclosure, accorded by the Trial Judge (FCA, 12); more particularly the correctness in law that

in contrast to all

other patent construction, claims are decoupled from, and not central to

identifying the "patent" promise. (67,87 ,206,269).

36.

The FCA concluded that the Trial Judge's construction was purposive, pointing only to

the Judge's consideration of the two sentences at issue on page 1 of the patent (FCA, 13).

e

Whirlpool Corp v Camco 1nc,2000 SCC 67 lWhirlpooll
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37.

The FCA also provided no comment on proper disclosure requirements with respect to

utility even though the Judge below specifically commented that the law is "unsettled" and
suggested that proper disclosure of utility is limited to new use patents (141). This suggestion
contradicts prior rulings by the FCA that the requirement extends beyond new use patents.l0

il - ISSUES

38.

The issue is whether the proposed appeal will raise a question of sufficient public and

legal importance. The proposed appeal will raise the following issues:

(a)
(b)

Does a "promise of the patent" utility doctrine properly exist?

What is the correct applicable standard for patent utility in Canada?

III _ ARGUMENT

A.
39.

The Patent System
General overview. A patent has two parts: the disclosure and the claims.ll The patent

begins with the "disclosure", a description of the invention. The patent ends with claims
defining subject matter over which the inventor claims exclusive rights. It is a document created

by law, the Patent Act, in pursuit of a single purpose

-

the disclosure of an invention so the

public can benefit from it.12 The Patent Act encouages early disclosure by early filing' As
between two inventors for the same invention, the first to file obtains a patent.l3

40.

Any inventor in the world may apply for a patent in Canada by providing a disclosure of

an invention. There is no requirement to explain why or how the invention works.l4 Proof of

utility is not a disclosure requirement.ls A patent issues for one or more claims to a novel,
unobvious and useful subject matter. The patent term is twenty (20) years from date the
invention disclosure was filed in Canada and the patent grants to the patentee the exclusive rights

Eli Litty Canada Inc v Apotex 1nc,2009 FCA 97 at para 14 lRaloxifene FCAI; Eli Lilly and Company v
Teva Canada Ltd,20l1 FCA 220 at paras 46-51.
tt
Patent Acl, RSC 1985, c P-4, s 27(3), (4).
t' Teva Canada Ltd v Pfizer Canada Inc, 2012 SCC 60 at para 32 lTeva); Apotex Inc v Wellcome
Foundation Ltd,2002 SCC 77 at para 37 lWellcomel.
'o

t3

Patent Acr, s 28.2(1)(c).
Consolboard Inc v MacMillan Bloedel (Sask) Ltd, U98ll1 SCR 504 at 526 lConsolboard).
tt Teva, supra note 12 atpara 40 Consolboard at 526.

la
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over the claimed invention.lu This isthe quid pro quo for the invention disclosure.

4I.

A globat system. ln 2013, a total of 37 ,044 patent applications were filed in Canada by

applicants from all over the

world. Of those applications, only 4,955

were filed by Canadians,

indicating that nearly 850/o were filed by foreign applicants. Americans filed the most and
Europeans were a close second.

42.

About

70%o

17

of the total filings were

based on applications filed globally under the

PCT.18 A single PCT application forms the basis for patent applications in all 148 PCT member
states, including Canada.re

B.
43.

Does a Promise Doctrine Properly Exist?
The promise doctrine rests on a shaky foundation.

44. Is there a basis in the Patent Act? It is well-established

that the law of patents is

wholly statutory.2O The promise doctrine has no express basis in the Act. The FCA
acknowledges that the promise doctrine represents an exception to the minimum statutory
requirement

for utility (Celecoxib FCA, para 65). V/hile a judge-made test, such as for

obviousness, may arise as a necessary implication of the requirements of the Patent Act, the

extra-statutory promise doctrine

-

that takes away rights that would otherwise be granted

-

must

be solidly grounded in principles that are fair (to the inventor and the public) and predictable.

45.

Does the promise doctrine render the patent bargain unfair and unpredictable? It is

also well-established that the Patent Act strikes a bargain between an inventor and the

public. To

coax inventions into the public domain, the inventor is given exclusive rights in an invention

tu

The claims must be supported: Patent Rules, SOR/96-423, s 84. However, the inventor is free to claim
less than what is disclosed: Wirlpool, para 42; Minerals Separation North American Corp v Noranda
Mines Ltd,119471Ex CR 306 at 352 (Ex Ct), rev'd but not on this point [1950] SCR 36, af?d (1952), 15

cPR 133 (PC).
tt Koo Affidavit Exhibit A, CIPO, Annual Report 2013-2014 atp.43,45-4,47-51
ICIPO Annual Report].
18
CIPO Annual Report atpp.45-46.
le
Patent Cooperation Treaty, (19 June 1970), Art 3; Koo Affidavit Exhibit B, "The PCT now has 148
Contracting States", World Intellectual Property Organization, online: http://www.wipo.int.
'o ltrtellcome at para 37; Apotex Inc v Sanofi-Synthelabo Canada únc,2008 SCC 6l at para 12lSanofil;
Teva at paras 32, 45.
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claimed for a limited period.2l Yet,

if

a new, unobvious and (otherwise) useful invention

claimed is given to the public, along with an enabling description

-

as found below

-

has the

inventor not lived up to his/her side of the bargain? Ought not the public's "promise of a limited
monopoly for a limited time" be kept?

46.

Or is the FCA correct that a promise, of more than is required by the

unmet at the date of filing, is a "self-inflicted wound"?22
the Patent Act

If

Act,if

made and

so, on what basis? What purpose

of

is served? How predictable is the promise doctrine which according to the Trial

Judge turns on a "question of characterization" (1 16)

of

a passage in the disclosure regardless

of

what is claimed?

Is there a basis in this Court's jurisprudence? The source of the promise doctrine in
Canadian law is said by the FCA to be traced back to this Court's decision in Consolboard'2r

47

.

Given there was no issue of utility in that case, is the limited obiter dictum to stand as the
doctrinal source?24

In my respectful opinion the Federal Court of Appeal erred also in holding that s. 36(1)
requires distinct indication of the real utility of the invention in question. There is a
helpful discussion in Halsbury's Laws of England... on the meaning of "not useful" in
patent law. It means "that the invention will not work, either in the sense that it will not
òperate at all or, more broadly, that it will not do what the specification promises that it
will do". There is no suggestion here that the invention will not give the result promised.

48. ln Free I4lorld, Binnie J discussed the role of the skilled addressee in purposive
construction, and observed: "The words chosen by the inventor will be read... in a way that is
sympathetic to accomplishment of the inventor's pu{pose expressed or implicit in the text of the

claims. However, if the inventor has misspoken or otherwise created an unnecessary or

it is a self-inflicted wound."25 Was the Federal Courts'
extension of this "self-inflicted" wound, to a misspoken or unnecessary statement in the

troublesome limitation in the claims,

disclosure to invalidate the patent and all claims for want of utility, intended?

2t
22

Patent Act, s 42; Wellcome, atpara37; Teva atpara32.
Sanofi-Aventis v Apotex Inc, 2013 FCA 186 atpara 54 lPlnix FCAI.

"2a Cel"brex FCA atpara66.
"

Consolboard at 525-526 .
Free Wortd Trust v Electro Santé 1nc,2000 SCC 66 at para

5l lFree Ihrlfl

femphasis added].
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49. ln Wellcome, the term "promise" in the context of utility is mentioned just twice.26 Did
Wellcome intend to impose the requirement to establish a// promises of predicted therapeutic

utility in the patent, based only on evidence available at the time of the filing?

50.

Most recently in Teva, this Court observed that "all that is required to meet the utility

requirement in s. 2 is that the invention described in the patent do what the patent says it will do,

that is, that the promise of the invention be fulfilled".27 Given there was again no question of

utility, would it be fair to say the obiter remarks are not determinative?

51.

In sum, this Court's jurisprudence has never addressed the promise doctrine

52.

Does promise doctrine arise

from conflating the requirement to disclose the

invention with the utility requirement? The promise doctrine raises the pharmaceutical patent

utility by imposing, typically, not only therapeutic utility, but proof in the patent. The lower
courts have traced this so-called heightened disclosure to this Court's decision in Wellcomu.2s At
issue was a patent for a new use of an old compound. The "heightened disclosure" was no more

than a requirement

to fully

describe the nature

of the invention in that

case, and more

particularly, the basis and reasoning underlying the conception of the new use. Was the Trial
Judge therefore correct that proper disclosure of utility is limited to new use patents, assuming
such a

53.

utility disclosure requirement exists

at all (141)?

The promise doctrine conflates the disclosure requirement with

utility. Otherwise, how is

any "heightened disclosure" to be reconciled with this Court's view in Teva and Consolboard
that utility is not a disclosure requirement?

C.
(1)
54.

\ilhat is the Proper Standard of Utility in Canada?
The promise jurisprudence provides no clear approach
The Federal Courts have provided a disparate body of case law on promised

utility.

The

result (or reason therefor) is an extra-statutory requirement that is at best ill-, and arguably
wrongly, defined.

WeUcome at paras 62,84.
'u
2'
Teva at paras 38,41-42.
28
Raloxifene FCA at paras 13-18

.
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55.

Patent subject-matter to be construed

once. In Plavix

SCC 2, Apotex raised as an

issue "whether the inventive concept and the promised utility ought
contradictory case

to match",

asserting

law. In that case, Apotex said the two should match: "This is so because a

single patent (including its various claims) is addressed to a single invention. The inventive
concept, and thus the utility, is construed purposively once and for all purposes on the basis of
both the claim language and the advantages discussed in the disclosure."2e

56.

Consistent with this theory, AstraZeneca put forward a single construction of the 653

patent invention

-

the new compound, esomeprazole salt with high optical purity and its

properties (PPI, pharmacokinetic/ metabolic property, and stability to racemization).

57. In contrast, Apotex asserted and the Courts below accepted, distinct and inconsistent
constructions: the invention was read up for the purpose of utility and down for obviousness.

58.

As noted above, the FCA cited an absence of jurisprudence to support any principle of

harmony, consonance, or consistency as proposed by AstraZeneca (not a principle of necessarily

and always equating) to approach the various aspects

of construction of any given

claimed

subject-matter. Contradictions in the case law remain.30

59.

Unequivocal (literat) promise versus skitled person's understanding. Courts,

including the Trial Judge below, have viewed "reading down" a seemingly "unequivocal
promise" in the disclosure, when the skilled person would not reasonably understand that utility
to be effectively guaranteed, as impermissible."3l

60.

How can it be "backward" for the skilled person's understanding of the information in the

patent, and knowledge of other testing that would be needed to establish therapeutic utility in
patients, to inform whether or not a promise has in fact been made by the inventors? Does the

skilled person, to whom the patent is addressed, not possess the competence to

evaluate

'n Koo Affrdavit Exhibits C & D, Application for Leave to Appeal, SCC Case No 35562, Memorandum
of Argument, at paras 39-41 Apotex reply factum, SCC Case No 35562 atpara2l [footnotes omitted]'
30
Plavix FCA; Sanofi atpara7S;Allergan Incv Canada (Minister of Health),20L2FCA 308 at paras23-

26,55-58,74.
3r
Trial Reasons af para 128; Eli Lilly Canada Inc v Mylan Pharmaceuticals ULC,2015 FC 125 at patas
97-92, 96; Sanofi-Aventis Canada Inc v Apotex Únc,2009 FC 676 at para 128; Apotex Inc v SanofiAventis,20l 1 FC 1486 atpara 128.
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statements made in the patent

in light of the whole of the document and against the backdrop of

the knowledge in the field?32

61.

Severability. lnCelebrex FCA, a single statement in the description was at issue. The
FCA found this statement was not an overarching promise across all claims; a promise of
colorectal cancer prevention,

if

arty, could be severed, i.e. limited

to the claim directed to that

prevention.33 In contrast, the sole reference to an improved therapeutic profile in the description

of the 653 patent was held to apply to the compound claims rather than being limited to the use
claims that recite this feature.

62.

There was no explanation from the FCA below. Apotex suggested that, having advanced

a single construction of inventive conceplutility as including those properties that lead to

an

improved therapeutic profile, AslraZeneca cannot maintain that an improved therapeutic profile

does not relate

to the claims.

AsftaZe¡eca has consistently maintained that an improved

therapeutic profile (ause or result of the properties) is limited to claims 28 and 29 that recite this
feature and is not the promise of the compound claims in issue. That the Trial Judge agreed with

Apotex and held that the inventive concept of the claims in issue does not include any properties
only further conf,rrms that an improved therapeutic profile is not a promise which overarches the
patent regardless of the claims.

63.

The Apotex argument merely served to distract from the fact that Apotex's promise

approach

rejected

-

necessarily overarching patent promise

by another panel in

Celebrex

-

while accepted by the Trial Judge, was

FCA. As observed by the FCA in Celebrex FCA,

purposive construction is patent specific. How is it purposive for a statement in the disclosure to
over:ride the claims and overarch the patent as to affect every claim, when

it is not the patent

gravamen, not essential and not part of the inventive concept of the claims in issue?

64.

The FCA below provided no explanation as to how the cases can be reconciled. This

failure perpetuates uncertainty in the law and more particularly, perpetuates an overarching
promise inquiry decoupled from the claims.

It

also leaves open for a party in the future to

inconsistently read the invention up or down as may be suited for different invalidity attacks.
32

t'

Janis Affidavit, paras I 0- I 4, 20-21, 23 -24, 27
Celebrex FCA atparas 8, 22,29,48, 56, 89.
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65.

Properties versus

uses. Useful properties,

inherent

in a compound, have been

recognized in the case law as part of an invention.3a The Trial Judge, however, rejected any such

construction. He specifically rejected stabitity to racemization as a utility of the claims in issue
because

it is a property that

enables use in therapy and is not a use

in itself (97). Inconsistently,

the Trial Judge did not regard pharmacokinetic and metabolic properties in that way. This
inconsistency led the Trial Judge

to reject the same distinction that AstraZeneca

advanced

between these properties and the use enabled thereby (an improved therapeutic profile such as a

lower degree of interindividual variation, claimed as uses in claims 28 and 29), as "truncated",
apparently because they were stated in the same sentence (4). The jurisprudence provides no
clear answer to resolve the inconsistency.

66.

Is a statement in the disclosure a promise? While the Courts in the present

case found

promised utility based on a statement in the disclosure, other decisions suggest a focus on the

It has also been argued that the pu{pose of the disclosure, as the name suggests, is to
disclose, not to promise.36 Since neither proof of utility nor a promise of utility is a disclosure

claims.35

requirement,t'

u, a

matter

of logic and law, should it more

reasonably be presumed that a

statement in the disclosure does not amount to a promised utility?

(2) UK, Europe & US: Re-examination of utility in canada is warranted
67. If the promised utility doctrine as applied by the Courts below is correct, it is "out of
kilter" with and "departs significantly" from other major industrial countries.3s Like in

Canada

AG,2013 FC
'o P¡zer Canada Inc v Apotex lnc,2007 FC 26, para 42; Teva Canada Limited v Novartis
141, paras 108, 178-180, 194; Apotex Inc v ADIR,2009 FCA 222, paras 58-59; Allergan Inc v Sandoz
Canada Inc,2011 FC 1316, paras 47-58; Apotex Inc v Allergan Inc,2012 FCA 308, paras 72-74;
AstraZeneca Canada Inc v Teva Canada Limited,2013 FC 246, pata 13.
Canada
" Celubrex FCA, para 88; Alcon Canada Inc v Apotex Inc, 2014 FC 699 at paras I 8 1- 1 85; Pfizer
(Minister
of
(JLC,2014FC
Inc
v
Cqnada
Pharma
para
Fournier
67;
38 at
Inc v Mylan Pharmaceuticals
Health), 2012 FC 7 4l at para 126-127 .
'u Exhibit O to Affidavit of Mark D. Janis sworn Septernber 28,2015 ("Janis Affidavit"), Norman
Siebrasse, "The False Doctrine of False Promise", 29 Canadian LP. Rev. 3 (2013) ("Siebrasse, False
Promise") atp 6.

t'

Teva at paras 39-40; Plavix FCA atparas 38-50.

Affidavit of the Rt. Hon. Professor Sir Robin Jacob sworn September 17,2015 ("Jacob Affidavit"),
paras 5(b), 36. Janis Affrdavit at paras 79-22,27.

"
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until fairly recently, lack of utility is rarely

a basis

for patent invalidity in the US and Europe.3e

68. In the UK and Europe (and similarly TRIPS, the IP Protocol to the World Trade
Agreement), the threshold for utility - "susceptible of industrial application" ot "capable of
industrial application" - is extremely low.a0 If what the patentee says is plausible in the sense of
not being obvious nonsense or obviously a mere speculation, that is enough. It is enough even if
the patentee describes a vast number of speculations as to potential uses.al The point of law was

of

such general public importance that the

UK Supreme Court granted leave and heard the

appeal in Human Genome Sciences v EIi Lilly, t20111 UKSC 51.42

69.

In the US, the requirement that subjectmatter be "useful" is rarely implicated, and still

more rarely found to have been violated. Contrary to Canada's promise doctrine, rather than
operating as a kind of estoppel against the patentee, the utility requirement in the US assumes the

skilled person possesses the knowledge to understand what may be dismissed, discounted, or
warrant serious consideration.a3

70.

- including Gold & Shortt cited by the Trial Judge to support his approach
to identifying the promise (87) - submit that the Canadian law of utility is broadly the same as
Some authors

that in the US, Europe, and elsewhere, and has foundations in the English common law.
According to Sir Robin Jacob, these assertions are "astonishingly wrong".44 Of note is that the
corresponding NEXIUM patents have been held valid in Europe at the European Patent Offrce

(EPO), and in Australia.as

71.

The present divergence of Canadian utility law from that of other jurisdictions supports

this Court's consideration of the proper utility standard in Canada.a6

3e

Jacob Affidavit,

paras22,7l; Janis Affidavit, parasT-9, 16, 19,27;Exhibit O to Janis Affidavit,

Siebrasse, False Promise at pp 5-6.
a0

Jacob Affidavit, paras 5(a), 17 -36, 51.
Jacob Affidavit, paras 32, 34, 3 6.
a2
Jacob Affidavit, paras 28-35 and Exhibit F.
a3
Janis Affidavit, paras 10-14,20-21,23,27.
aa
Jacob Affidavit, paras 44-50, 55-86.
as
Ranbaxy Laboratories Limited v AstraZeneca AB, [2013] FCA 368 (Fed Ct Aust).
a6
Sanofi SCC, paras 55-60.
ar
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(3)
72.

Ilellcome may be clarifÏed to have approved a low utility standard
Wellcome contemplated the

filing of pharmaceutical applications without having to

lengtþ clinical trials; this was expressly distinguished from speculative filings:47
The doctrine of "sound prediction" balances the public interest in early disclosure of new and
useful inventions, even before their utility has been verified by tests (which in the case of

conduct

pharmaceutical products may take years) and the public interest in avoiding cluttering thepublic
ãomain with useless patents, and granting monopoly rights in exchange for misinformation.*o

73.

The foundation for this Court to confirm a low utility requirement in Canada, promised or

not, of 'at least plausible', like the US and Europe, is therefore already in place. This Court need

only ask whether this standard provides a fair and predictable test and properly limit the
successful utility attack to useless patents as Wellcome itself contemplates. Is the present
promise doctrine a misapplication as it invalidates patents on useful drugs and applies a utility
standard that is well beyond any threshold

utility contemplat ed in

Wellcome?ae

D

Importance of Obtaining Clarity from this Court

74

The proposed appeal raises issues that transcend the interests of the parties.

(1)
5.

Importance of the utility standard to patent systems

7

This Court has, on several occasions, recognized fhat a policy of encouraging innovation,

including in the pharmaceutical industry, underliesthe Patent Act. ln Free I4/orld, in the context

of the need for fair and predictable claim construction, this Court spoke of the high economic
cost attached to uncertainty in patent law.s0

76.

The "issue of utility here is no mere hypertechnical squabble" and is worthy of this

Court's scrutiny.sl

77.

The patent utility standard is crucial to the function of a patent system because it ties

closely to incentives. A heightened utility requirement can undermine investments both in early
o' Wellcome, paras 57 -66, 69.
ot
Wellcomu,para66.
on
Norman Sièbrasse, "Must the Factual Basis for Sound Prediction Be Disclosed in the Patent?" (2012)
28 C.r.P.R.39.
to Teva, paru 32; Bristol-Myers Squibb Co v Canada (Attorney General), 2005 SCC 26, pata 66;
Wellcomi,para3T. Harvard College v Canada,2002 SCC 76,paras 153, 185. Free llorld,patas 42-43'
5r
Janis Affidavit, paras 25, 27 ; Jacob Affidavit, para I 1 I .
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stage innovation and costly drug development.s2

It is under protection of patents filed at an early

stage that the pharmaceutical industry invests the heavy development research before the drug
comes to market.s3

78.

There is also the public interest in a patent filing earlier in the development of a drug,

since monopoly rights

will expire earlier.sa

79.

An onerous utility standard has important practical consequences for filings made in
Canada. Delaying filing until the necessary utility evidence is amassed could prove to be
unjustifiable financially but also realistically impossible. Patent filings in Canada, for the most

part, including the 653 patent, are based on a single international PCT application. PCT
applications are published and become public knowledge. To ensure that patent applications

remain "novel", the PCT system requires entry into "national phase" (e.g. in Canada) within
certain fixed deadlines.

80.

5s

The promise doctrine discourages inventors from using any statements that have the

potential to become "promises", instead encouraging descriptions that "waffle" in order to avoid

inutility. This has the potential to run afoul of the description requirements in other countries.s6
8

1

.

These are direct practical consequences to Canada's

utility requirement being out of kilter

with other major industrial countries. It is particularly problematic given that most patent frlings

in Canada are based on a global application,

made

by

non-Canadian applicants, more

particularly, from the US and Europe where the utility requirement differs significantly.

(2) Ongoing uncertainty, debate, and impact on the pharmaceutical industry
82. In recent years, extensive commentary has been offered by academics and patent
practitioners on the promise doctrine, reflecting a heated debate on its proper scope and

application. Such publications were put before this Court in "Plavix 2" (SCC No.
52

35562).s7

Affidavit, para25; Jacob Affidavit, paras 90-91.
Jacob Affidavit, para 5(d).
5a
Janis Affidavit, para25.
ss
Patent Rules, ss 58(3) and59; Koo Affidavit Exhibit E, Manual of Patent Office Practice, Canadian
Intellectual Property Office, online: https://www.ic.gc.ca at7 .04.03a; Patent Cooperation Treaty, Art.22.
56
Janis Affidavit, para24; Plavix FCA atpara 125 (Gauthier J.4., concurring).
tt Koo Affidavit Ex F, Affidavit of Lisa Ebdon dated 30 September 2013, SCC Case No 35562.
53

Janis
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These authors and others have variously referred to the law of promised

utility as false; hotly

contested; arbitrary and unpredictable; crucially important; prejudicial.ss

A former Director of

the US Patent Office wrote in Fortune of the incentive for less disclosure and "feats of logical

acrobatics" forced on judges by the promise doctrine, and the result that "a series of court
decisions has put Canada into an awkward position: a modern innovation-based economy with a
patent doctrine transparently hostile toward an important class of innovation."5e

83.

Apotex urged resolution of an "intolerable confusion".60 This Court granted Apotex

leave to appeal. Six interveners \ilere granted leave, representing Canadian and international
pharmaceutical companies (generic and innovator) as well as other stakeholders.6l On the eve

of

hearing, however, Apotex discontinued the appeal. Apotex recently again sought leave to appeal

from the Celebrex decision but leave was denied.62

84.

The issue has not subsided. The debate continues among scholars,63 and the controversy

and concerns are reported in mainstream media.6a ln a National Post article in November 2014,

two divergent views are set out:6s
According to Don Cameron of Bereskin &,Pan, who represents innovators, Canadian courts have
decided that a host of blockbuster drugs are not "useful" under Canadian patent law. The list
includes Mevacor, a cholesterol lowering agent; Nexium, an acid reflux medication; Evista, used
to treat and prevent osteoporosis; Strattera, used to treat ADHD; Zyprexa, for psychosis sufferers;
Altace, for high blood pressure; and Xalatan, approved to treat high eye pressure. ..."This plague
on patents is unique to Canada," Cameron says. "These patents were attacked on the ground of
lack of usefulness, not because the drugs don't work, but because, in fact, they do. Having the

tt

at 7, 30 Andrew Bernstein & Yael Bienenstock, Unpacking the
"Promise of the Patent", (2012) 28 C.I.P.R. 245 at 255; Koo Affidavit Ex G, John Lechleiter, "How Lax
Patent Rules ln Canada Are Suffocating Life-Saving Innovation, (August 26, 2013) Forbes, online:
http://www.forbes.com; Koo Affidavit Ex. H, Jeff Gray, "Eli Lilly fights Canada's tnove to strip drug
patent" The Globe and Mail (7 December 2012), online: http://www.theglobeandmail.com.
tn
Koo Affrdavit Ex I, Kappos, "Canada: A penalty box for pharma innovation" (JtlJy 2,2014) Fortune,
Siebrasse, False Promise, supra

online : http ://www.fortune.com.
uo

Koo Affidavit Ex J, Apotex, Notice of Application for leave to appeal, SCC Case No 35562 at para 14.
Koo Affidavit Ex K, Supreme Court of Canada Docket No. 35562, online: http://www.scc-csc'gc.ca
ut
Koo Affidavit Ex L, Apotex Memorandum of Argument , SCC Case No 36227 (leave to appeal from
Celebrex FCA refitsed 23 April 201 5).
u'
Siebrass", "Form and Function in the Law of Utility: A Reply to Gold and Shortt" (2015) 30 CIPR I l0'
ua
Koo Affidavit, Ex M, Wein, "Canada's false patent promise; Who wants to innovate under this cloud of
uncertainty?" National Post (18 March 2015); Koo Affidavit Ex N, Gold, "Getting Patents Right"
National Post (23 March 2015).
ut
Koo Affidavit Ex P, Melnizter, "Plavix appeal withdrawn in Supreme Court: How useful do inventions
have to be to be patentable" National Post (10 November 2014)'
ut
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patents declared invalid was the route to clearing the path for generic versions." '..But Carol
ilit"hm* of Gardiner Roberts LLP, who represents generics, begs to differ. ...Hitchman says that
in principle applicants should not be allowed to file patents until they have proven useful in
humans.....Thodebate will rage on until the SCC gets a chance to deal with it. Until then'
uncertainty will be the name of the game. That's not a useful environment for innovation
anywhere.

85.

The extent of one global pharmaceutical company's concerns about Canada's utility laws

has remarkably given rise

to a challenge under NAFTA, with

voluminous evidence and

arguments on the promise law from academics and practitioners.66

86.

In the past year, at least

2I

pharmaceutical patent proceedings have been commenced in

in20l5, at least six Federal
ruled on patent invalidity have included a promise issue.68 In 2014,

the Federal Court, raising as an issue a lack of utility.6T Thus far

Court decisions that have
there were at least

1l

such decisions, including the present

87. ln a20I5 report, the US government

"as"'6e

expressed its ongoing concerns as follows:7o

List in 2015... The United States also continues to have serious
concems about the lack of clarity and the impact of the heightened utility requirements for
Canada remains on the Watch

patents that Canadian courts have applied recently. In these cases, courts have invalidated several
valuable patents held by U.S. pharmaceutical companies on utility grounds, by interpreting the

"promise; of the patent and finding that insufficient information was provided in the application
tô substantiate thát promise. These recent decisions, which have affected products that have been
in the market and benefiting patients for years, have led to uncertainty for patent holders and
applicants, including with respect to how to effectively meet this standard. This unpredictability
also undermines incentives for investments in the pharmaceutical sector.

88.

The stakes are high. A report by the Fraser Institute in20l3 indicates that the innovative
pharmaceutical industry annually contributes $3 billion in valued added' 45,999 jobs and $l'08

billion in research and development to the Canadian economy.Tl According to Industry Canada's

uu

Koo Affidavit Ex Q, Eli Lilty and Co y Canada (ICSID Case No UNCT/14/2), online: https://icsid'

worldbank.org/apps/ICSIDWEB/cases/Pages/casedetail.aspx?CaseNo:UNCTll4l2&tab:DOC'
67
Affidavit of Brandon R Heard s\¡/orn September 28,2015 at para 3 .
ut
Se":2015 FC t7;2015FC125;2015 FC 108;2015 FC322;2015 FC 770;2015 FC 1016.
un
see: 2014 FC 38; 2014 FC 3 1 4; 2014 FC 149; 2012 FC 1 1 89; 2014 FC 567; 2014 FC 255; 2014 FC
638 2014FC 699. 2014FC 791;2014 FC 844'
to
Koo Affidavit Ex R, Ambassador Michael B.G. Froman,2015 Special 301 Report atp.66.
7r
Koo Affidavit Ex T, Nadil Esmail, ed., "The Trade and Economic Benefits of Enhanced Intellectual
property Protection for Pharmaceuticals in Canada", The Fraser Institute (July 20 1 3 ) at p. 2l .
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profile of the pharmaceutical sector, Canadais the

(3)
89.

9th largest

world market for pharmaceuticals.T2

Significance of the present case

Example "promise" case. The 653 patent has been cited in several decisions as the
Other decisions have seized on the word "can" artd "may" as
example "promise"

"ase.t'

sufficiently equivocal to avoid the promise doctrine.Ta

If

so, in Canada, a patent's validity falls

or stands based on a choice of single word, "will", over the words such as "can" or "may", in a
patent. This Court

in Whirlpool

cautioned against such literal approach and stated that a word

can be purposively construed to expand or limit its ordinary meaning.Ts Clearly, important
principles of patent law have been eroded. Corrective guidance is required.

90.

Does the promise doctrine condone construction that invalidates? The longstanding

maxim accepted by this Court is that where the language of the specification, upon a reasonable

view of it, can be so read as to afford the inventor protection for that which he has actually in
good faith invented, the court

will endeavour to give effect to that construction.T6 This

approach

is founded in a cardinal rule of construction that all documents are to be construed ut res valeat
magis quam pereat

-

the Court should lean towards that construction which preserves rather than

toward that which destroys.TT The decisions below illustrate a promise doctrine which instead
condones a construction that favours invalidity.

91.

Does the promise doctrine conflict with the patent bargain? The decisions below also

illustrate how the promise doctrine conflicts with the patent bargain because the whole patent
falls, not based on the invention claimed and given to the public, but based on one or two words,

in one or two

sentences,

in the disclosure. The importance of the claims, deeply rooted in this

Court's jurisprudence and grounded in the Act,is called into question.

"13 *Life Sciences

Industries: Pharmaceutical industry profile" Industry Canada: http://www.ic.gc.ca.
Novartis Pharmaceuticals Canada Inc v Teya Canada Inc,2015 FC 770 at para 31; Eli Lilly Canada
Inc v Mylan Pharmaceuticals ULC,2015 FC I25 atparu96.
7a
Plavix 2 FCA at paras 127-129 (the statement ".,.the medicine ... can be useful administered..." not a
promise); Celebrex FCA (the statement "(s)uch preferred selectivity may indicate an ability to reduce the
incidence of common ... side effects" not a promise).
"76 Whirlpool at para49(h).
I(estern Electric Company Incorporatedv Baldwin International Radio of Canada,ll934l SCR 570 at
57 4 lWestern Electricl. Consolboard at 520-521. Whirlpool, paru 49(g). Teva at para 50.
77
Western Electric at 57 4; Reference in re Educational System in Island of Montreal / Hirsch v Protestant
Board of School Commrs., 119261 SCR 246 at 268.
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92.

What is the proper patent utility standard? How the current law can be reconciled
with the objective of early disclosure under the Patent Act and the proper utility standard to meet
that objective is in question. As submitted to the Courts below,

it

was uncontroverted on the

evidence 1hat AstraZeneca had data on hand that was suffrcient for the company to proceed to

clinical trials. Apotex's counsel in fact submitted to the Court that the skilled person would
expect that one enantiomer could provide improved therapy.Ts What objective would have been
served by delaying a patent filing until

it is "clear" the esomeprazole drug "would' tesult in an

improved therapeutic profile?

Is there any heightened disclosure of utilify under the Patent Act? The trial decision
suggested that there is no such requirement, contrary to prior decisions of the FCA. The FCA

93.

below provided no comment on the issue.

94. Is the promise doctrine

fair? AstraZeneca respectfully submits the unfairness in

the

circumstances of this case is unmistakeable. The 653 patent for the esomeprazole drug was
prepared under an international system and filed at a time when the present utility requirements
were not in place.ie The 653 patent was invalidated under the current promise law, not because it

is a useless patent, but because at the patent filing date, therapeutic effect in patients had not
been evaluated and was not certain.

IV _ SUBMISSIONS REGARDING COSTS
95

AstraZeneca submits that the costs should follow the event'

V _ ORDER SOUGHT
96

AstraZeneca respectfully requests that it be granted leave to bring the proposed appeal.

September 29,2015

ALL OF WHICH IS RE,SPECTFULLY SUBMITTED

SMART & BIGGAR
Gunars A. Gaikis
Yoon Kang
Solicitors for the Applicants

tt Trial transcript, Apotex opening 1:23(l-6).

t' Siebrasse,

False Promise, supra atp. 5-6.
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R.S.C., 1985, c. P-4

L.R.C., 1985, ch. P-4

An Act respecting patents of invention

Loi concernant les brevets d’invention

SHORT TITLE
Short title

TITRE ABRÉGÉ

1. This Act may be cited as the Patent Act.

1. Loi sur les brevets.

R.S., c. P-4, s. 1.

INTERPRETATION
Definitions

DÉFINITIONS

2. In this Act, except as otherwise provided,

“applicant”
« demandeur »

“applicant” includes an inventor and the legal
representatives of an applicant or inventor;

“claim date”
Version anglaise
seulement

“claim date” means the date of a claim in an
application for a patent in Canada, as determined in accordance with section 28.1;

“Commissioner”
« commissaire »

“Commissioner” means the Commissioner of
Patents;

“country”
« pays »

“country” includes a Member of the World
Trade Organization, as defined in subsection
2(1) of the World Trade Organization Agreement Implementation Act;

“filing date”
« date de dépôt »

“filing date” means, in relation to an application for a patent in Canada, the date on which
the application is filed, as determined in accordance with section 28;

“invention”
« invention »

“invention” means any new and useful art, process, machine, manufacture or composition of
matter, or any new and useful improvement in
any art, process, machine, manufacture or composition of matter;

“legal
representatives”
« représentants
légaux »

“legal representatives” includes heirs, executors, administrators, guardians, curators, tutors,
assigns and all other persons claiming through
or under applicants for patents and patentees of
inventions;

“Minister”
« ministre »

“Minister” means the Minister of Industry or
such other member of the Queen’s Privy Council for Canada as is designated by the Governor
in Council as the Minister for the purposes of
this Act;

Titre abrégé

S.R., ch. P-4, art. 1.

2. Sauf disposition contraire, les définitions
qui suivent s’appliquent à la présente loi.

Définitions

« brevet » Lettres patentes couvrant une invention.

« brevet »
“patent”

« breveté » ou « titulaire d’un brevet » Le titulaire ayant pour le moment droit à l’avantage
d’un brevet.

« breveté » ou «
titulaire d’un
brevet »
“patentee”

« commissaire » Le commissaire aux brevets.

« commissaire »
“Commissioner”

« date de dépôt » La date du dépôt d’une demande de brevet, déterminée conformément à
l’article 28.

« date de dépôt »
“filing date”

« date de priorité » [Abrogée, 1993, ch. 15, art.
26]
« demande de priorité » La demande visée à
l’article 28.4.

« demande de
priorité »
“request for
priority”

« demandeur » Sont assimilés à un demandeur
un inventeur et les représentants légaux d’un
demandeur ou d’un inventeur.

« demandeur »
“applicant”

« exploitation sur une échelle commerciale » [Abrogée, 1993, ch. 44, art. 189]

1

« invention » Toute réalisation, tout procédé,
toute machine, fabrication ou composition de
matières, ainsi que tout perfectionnement de
l’un d’eux, présentant le caractère de la nouveauté et de l’utilité.

« invention »
“invention”

« ministre » Le ministre de l’Industrie ou tel
autre membre du Conseil privé de la Reine
pour le Canada chargé par le gouverneur en
conseil de l’application de la présente loi.

« ministre »
“Minister”
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Publication and
printing of
documents

(2) The Commissioner may publish any document open to the inspection of the public under section 10 and may print or cause to be
printed, for distribution or sale, any such document.

(2) Le commissaire peut faire publier pour
vente ou distribution tout document accessible
pour consultation sous le régime de l’article 10.

Publication

L.R. (1985), ch. 33 (3e suppl.), art. 7.

R.S., 1985, c. 33 (3rd Supp.), s. 7.

APPLICATION FOR PATENTS

DEMANDES DE BREVETS

Commissioner
may grant
patents

27. (1) The Commissioner shall grant a
patent for an invention to the inventor or the inventor’s legal representative if an application
for the patent in Canada is filed in accordance
with this Act and all other requirements for the
issuance of a patent under this Act are met.

27. (1) Le commissaire accorde un brevet
d’invention à l’inventeur ou à son représentant
légal si la demande de brevet est déposée
conformément à la présente loi et si les autres
conditions de celle-ci sont remplies.

Délivrance de
brevet

Application
requirements

(2) The prescribed application fee must be
paid and the application must be filed in accordance with the regulations by the inventor or
the inventor’s legal representative and the application must contain a petition and a specification of the invention.

(2) L’inventeur ou son représentant légal
doit déposer, en la forme réglementaire, une demande accompagnée d’une pétition et du mémoire descriptif de l’invention et payer les
taxes réglementaires.

Dépôt de la
demande

Specification

(3) The specification of an invention must

(3) Le mémoire descriptif doit :

(a) correctly and fully describe the invention
and its operation or use as contemplated by
the inventor;

a) décrire d’une façon exacte et complète
l’invention et son application ou exploitation, telles que les a conçues son inventeur;

(b) set out clearly the various steps in a process, or the method of constructing, making,
compounding or using a machine, manufacture or composition of matter, in such full,
clear, concise and exact terms as to enable
any person skilled in the art or science to
which it pertains, or with which it is most
closely connected, to make, construct, compound or use it;

b) exposer clairement les diverses phases
d’un procédé, ou le mode de construction, de
confection, de composition ou d’utilisation
d’une machine, d’un objet manufacturé ou
d’un composé de matières, dans des termes
complets, clairs, concis et exacts qui permettent à toute personne versée dans l’art ou
la science dont relève l’invention, ou dans
l’art ou la science qui s’en rapproche le plus,
de confectionner, construire, composer ou
utiliser l’invention;

(c) in the case of a machine, explain the
principle of the machine and the best mode
in which the inventor has contemplated the
application of that principle; and

Mémoire
descriptif

c) s’il s’agit d’une machine, en expliquer
clairement le principe et la meilleure manière
dont son inventeur en a conçu l’application;

(d) in the case of a process, explain the necessary sequence, if any, of the various steps,
so as to distinguish the invention from other
inventions.

d) s’il s’agit d’un procédé, expliquer la suite
nécessaire, le cas échéant, des diverses
phases du procédé, de façon à distinguer l’invention en cause d’autres inventions.

Claims

(4) The specification must end with a claim
or claims defining distinctly and in explicit
terms the subject-matter of the invention for
which an exclusive privilege or property is
claimed.

(4) Le mémoire descriptif se termine par une
ou plusieurs revendications définissant distinctement et en des termes explicites l’objet de
l’invention dont le demandeur revendique la
propriété ou le privilège exclusif.

Revendications

Alternative
definition of
subject-matter

(5) For greater certainty, where a claim defines the subject-matter of an invention in the

(5) Il est entendu que, pour l’application des
articles 2, 28.1 à 28.3 et 78.3, si une revendica-

Variantes
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(ii) a person who is entitled to protection
under the terms of any treaty or convention relating to patents to which Canada is
a party and who has, or whose agent, legal
representative or predecessor in title has,
previously regularly filed in or for any
other country that by treaty, convention or
law affords similar protection to citizens
of Canada an application for a patent disclosing the subject-matter defined by the
claim;

Claims based on
previously
regularly filed
applications

Subject-matter
of claim must
not be
previously
disclosed

(ii) par une personne qui a antérieurement
déposé de façon régulière, dans un autre
pays ou pour un autre pays, ou dont
l’agent, le représentant légal ou le prédécesseur en droit l’a fait, une demande de
brevet divulguant l’objet que définit la revendication, dans le cas où ce pays protège les droits de cette personne par traité
ou convention, relatif aux brevets, auquel
le Canada est partie, et accorde par traité,
convention ou loi une protection similaire
aux citoyens du Canada;

(b) the filing date of the pending application
is within twelve months after the filing date
of the previously regularly filed application;
and

b) elle est déposée dans les douze mois de la
date de dépôt de la demande déposée antérieurement;

(c) the applicant has made a request for priority on the basis of the previously regularly
filed application.

c) le demandeur a présenté, à l’égard de sa
demande, une demande de priorité fondée
sur la demande déposée antérieurement.

(2) In the circumstances described in paragraphs (1)(a) to (c), the claim date is the filing
date of the previously regularly filed application.

(2) Dans le cas où les alinéas (1)a) à c) s’appliquent, la date de la revendication est la date
de dépôt de la demande antérieurement déposée
de façon régulière.

1993, c. 15, s. 33.

1993, ch. 15, art. 33.

28.2 (1) The subject-matter defined by a
claim in an application for a patent in Canada
(the “pending application”) must not have been
disclosed

28.2 (1) L’objet que définit la revendication
d’une demande de brevet ne doit pas :
a) plus d’un an avant la date de dépôt de
celle-ci, avoir fait, de la part du demandeur
ou d’un tiers ayant obtenu de lui l’information à cet égard de façon directe ou autrement, l’objet d’une communication qui l’a
rendu accessible au public au Canada ou
ailleurs;

(a) more than one year before the filing date
by the applicant, or by a person who obtained knowledge, directly or indirectly,
from the applicant, in such a manner that the
subject-matter became available to the public
in Canada or elsewhere;

b) avant la date de la revendication, avoir
fait, de la part d’une autre personne, l’objet
d’une communication qui l’a rendu accessible au public au Canada ou ailleurs;

(b) before the claim date by a person not
mentioned in paragraph (a) in such a manner
that the subject-matter became available to
the public in Canada or elsewhere;

c) avoir été divulgué dans une demande de
brevet qui a été déposée au Canada par une
personne autre que le demandeur et dont la
date de dépôt est antérieure à la date de la revendication de la demande visée à l’alinéa
(1)a);

(c) in an application for a patent that is filed
in Canada by a person other than the applicant, and has a filing date that is before the
claim date; or
(d) in an application (the “co-pending application”) for a patent that is filed in Canada
by a person other than the applicant and has
a filing date that is on or after the claim date
if

d) avoir été divulgué dans une demande de
brevet qui a été déposée au Canada par une
personne autre que le demandeur et dont la
date de dépôt correspond ou est postérieure à
la date de la revendication de la demande visée à l’alinéa (1)a) si :

(i) the co-pending application is filed by

35

Date de dépôt de
la demande
antérieure

Objet non
divulgué
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Appeal to
Federal Court

granted a patent, he shall refuse the application
and, by registered letter addressed to the applicant or his registered agent, notify the applicant
of the refusal and of the ground or reason therefor.

à obtenir la concession d’un brevet, il rejette la
demande et, par courrier recommandé adressé
au demandeur ou à son agent enregistré, notifie
à ce demandeur le rejet de la demande, ainsi
que les motifs ou raisons du rejet.

R.S., c. P-4, s. 42.

S.R., ch. P-4, art. 42.

41. Every person who has failed to obtain a
patent by reason of a refusal of the Commissioner to grant it may, at any time within six
months after notice as provided for in section
40 has been mailed, appeal from the decision of
the Commissioner to the Federal Court and that
Court has exclusive jurisdiction to hear and determine the appeal.

41. Dans les six mois suivant la mise à la
poste de l’avis, celui qui n’a pas réussi à obtenir un brevet en raison du refus ou de l’opposition du commissaire peut interjeter appel de la
décision du commissaire à la Cour fédérale qui,
à l’exclusion de toute autre juridiction, peut
s’en saisir et en décider.

R.S., 1985, c. P-4, s. 41; R.S., 1985, c. 33 (3rd Supp.), s.
16.

Appel à la Cour
fédérale

L.R. (1985), ch. P-4, art. 41; L.R. (1985), ch. 33 (3e suppl.),
art. 16.

GRANT OF PATENTS

OCTROI DES BREVETS

42. Every patent granted under this Act shall
contain the title or name of the invention, with
a reference to the specification, and shall, subject to this Act, grant to the patentee and the
patentee’s legal representatives for the term of
the patent, from the granting of the patent, the
exclusive right, privilege and liberty of making,
constructing and using the invention and selling
it to others to be used, subject to adjudication in
respect thereof before any court of competent
jurisdiction.

42. Tout brevet accordé en vertu de la présente loi contient le titre ou le nom de l’invention avec renvoi au mémoire descriptif et accorde, sous réserve des autres dispositions de la
présente loi, au breveté et à ses représentants
légaux, pour la durée du brevet à compter de la
date où il a été accordé, le droit, la faculté et le
privilège exclusif de fabriquer, construire, exploiter et vendre à d’autres, pour qu’ils l’exploitent, l’objet de l’invention, sauf jugement
en l’espèce par un tribunal compétent.

R.S., 1985, c. P-4, s. 42; R.S., 1985, c. 33 (3rd Supp.), s.
16.

L.R. (1985), ch. P-4, art. 42; L.R. (1985), ch. 33 (3e suppl.),
art. 16.

FORM AND TERM OF PATENTS

FORME ET DURÉE DES BREVETS

Form and
duration of
patents

43. (1) Subject to section 46, every patent
granted under this Act shall be issued under the
seal of the Patent Office, and shall bear on its
face the filing date of the application for the
patent, the date on which the application became open to public inspection under section
10, the date on which the patent is granted and
issued and any prescribed information.

43. (1) Sous réserve de l’article 46, le brevet accordé sous le régime de la présente loi est
délivré sous le sceau du Bureau des brevets. Il
mentionne la date de dépôt de la demande, celle
à laquelle elle est devenue accessible au public
sous le régime de l’article 10, celle à laquelle il
a été accordé et délivré ainsi que tout renseignement réglementaire.

Délivrance

Validity of
patent

(2) After the patent is issued, it shall, in the
absence of any evidence to the contrary, be
valid and avail the patentee and the legal representatives of the patentee for the term mentioned in section 44 or 45, whichever is applicable.

(2) Une fois délivré, le brevet est, sauf
preuve contraire, valide et acquis au breveté ou
à ses représentants légaux pour la période mentionnée aux articles 44 ou 45.

Validité

Contents of
patent

L.R. (1985), ch. P-4, art. 43; L.R. (1985), ch. 33 (3e suppl.),
art. 16; 1993, ch. 15, art. 42.

R.S., 1985, c. P-4, s. 43; R.S., 1985, c. 33 (3rd Supp.), s.
16; 1993, c. 15, s. 42.

44

Contenu du
brevet
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P.C. 1996-1350

August 28, 1996

His Excellency the Governor General in Council, on
the recommendation of the Minister of Industry and the
Treasury Board, pursuant to sections 10 and 12a, subsections 20(18), 27(2) and 28(1), sections 35, 46 and 48 and
subsections 73(1) and (2) of the Patent Act as it read immediately before October 1, 1989, and sections 8.1b, 10c
and 12d, subsection 27(2)e, section 27.1f, subsections
28(1), 28.4(2) and (3)g, 35(1)h and 38.1(1)i, sections 46j
and 48k and subsections 73(1) and (2)l of the Patent Act,
hereby makes the annexed Rules respecting the Patent
Act.

a

R.S., c. 33 (3rd Supp.), s. 3
b
S.C. 1993, c. 15, s. 27
c
S.C. 1993, c. 15, s. 28
d
S.C. 1993, c. 15, s. 29
e
S.C. 1993, c. 15, s. 31
f
S.C. 1993, c. 15, s. 32
g
S.C. 1993, c. 15, s. 33
h
R.S., c. 33 (3rd Supp.), s. 12
i
S.C. 1993, c. 15, s. 41
j
S.C. 1993, c. 15, s. 43
k
S.C. 1993, c. 15, s. 44
l
S.C. 1993, c. 15, s. 52

C.P. 1996-1350

Le 28 août 1996

Sur recommandation du ministre de l’Industrie et du
Conseil du Trésor et en vertu des articles 10 et 12a, des
paragraphes 20(18), 27(2) et 28(1), des articles 35, 46 et
48 et des paragraphes 73(1) et (2) de la Loi sur les brevets, dans sa version antérieure au 1er octobre 1989, et
des articles 8.1b, 10c et 12d, du paragraphe 27(2)e, de l’article 27.1f, des paragraphes 28(1), 28.4(2) et (3)g, 35(1)h
et 38.1(1)i, des articles 46j et 48k et des paragraphes 73(1)
et (2)l de la Loi sur les brevets, Son Excellence le Gouverneur général en conseil prend les Règles concernant
la Loi sur les brevets, ci-après.

a

L.R., ch. 33 (3e suppl.), art. 3
L.C. 1993, ch. 15, art. 27
c
L.C. 1993, ch. 15, art. 28
d
L.C. 1993, ch. 15, art. 29
e
L.C. 1993, ch. 15, art. 31
f
L.C. 1993, ch. 15, art. 32
g
L.C. 1993, ch. 15, art. 33
h
L.R., ch. 33 (3e suppl.), art. 12
i
L.C. 1993, ch. 15, art. 41
j
L.C. 1993, ch. 15, art. 43
k
L.C. 1993, ch. 15, art. 44
l
L.C. 1993, ch. 15, art. 52
b
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RULES RESPECTING THE PATENT ACT

RÈGLES CONCERNANT
BREVETS

SHORT TITLE

LA

LOI

SUR

LES

TITRE ABRÉGÉ

1. These Rules may be cited as the Patent Rules.

1. Règles sur les brevets.

INTERPRETATION

DÉFINITIONS

2. In these Rules,

2. Les définitions qui suivent s’appliquent aux présentes règles.

“Act” means the Patent Act; (Loi)

« acides aminés » [Abrogée, DORS/2007-90, art. 1]

“amino acid sequence” has the same meaning as in the
PCT sequence listing standard; (séquence d’acides aminés)

« agent de brevets » Toute personne ou maison d’affaires
dont le nom est inscrit au registre des agents de brevets
aux termes de l’article 15. (patent agent)

“amino acids” [Repealed, SOR/2007-90, s. 1]

« autorité de dépôt internationale » S’entend au sens de
l’article 2viii) du Traité de Budapest. (international depositary authority)

“application” means, except as otherwise provided by
these Rules, an application for a patent, but does not include an application for the reissue of a patent; (demande)

« Bureau des brevets » Le Bureau des brevets établi par
l’article 3 de la Loi. (Patent Office)

“associate patent agent” means a patent agent appointed
by another patent agent in accordance with section 21;
(coagent)

« coagent » Agent de brevets nommé par un autre agent
de brevets en application de l’article 21. (associate
patent agent)

“authorized correspondent” means, in respect of an application,

« correspondant autorisé » Pour une demande :

(a) where the application was filed by the inventor,
where no transfer of the inventor’s right to the patent
or of the whole interest in the invention has been registered in the Patent Office and where no patent agent
has been appointed

a) lorsque la demande a été déposée par l’inventeur,
qu’aucune cession de son droit au brevet, de son droit
sur l’invention ou de son intérêt entier dans l’invention n’a été enregistrée au Bureau des brevets et
qu’aucun agent de brevets n’a été nommé :

(i) the sole inventor,

(i) l’unique inventeur,

(ii) one of two or more joint inventors authorized
by all such inventors to act on their joint behalf, or

(ii) s’il y a deux coïnventeurs ou plus, celui autorisé par ceux-ci à agir en leur nom,

(iii) where there are two or more joint inventors
and no inventor has been authorized in accordance
with subparagraph (ii), the first inventor named in
the petition or, in the case of PCT national phase
applications, the first inventor named in the international application,

(iii) s’il y a deux coïnventeurs ou plus et qu’aucun
de ceux-ci n’a été ainsi autorisé, le premier inventeur nommé dans la pétition ou, dans le cas des demandes PCT à la phase nationale, le premier inventeur nommé dans la demande internationale;
b) lorsqu’un coagent a été nommé ou doit l’être en
application de l’article 21, le coagent ainsi nommé;

(b) where an associate patent agent has been appointed or is required to be appointed pursuant to section
21, the associate patent agent, or

c) lorsque les alinéas a) et b) ne s’appliquent pas,
l’agent de brevets nommé en application de l’article
20. (authorized correspondent)

1
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(2) Money received under Rules 15 and 57 of the
Regulations under the PCT shall be deposited in the account entitled the Patent Cooperation Treaty Fund within
the account entitled the Canadian Intellectual Property
Office Revolving Fund and shall be paid out of that account for purposes in accordance with those Rules.

(2) Les sommes reçues en application des règles 15 et
57 du Règlement d’exécution du PCT sont déposées
dans le compte intitulé Fonds du Traité de coopération
en matière de brevets, faisant partie du compte intitulé
Fonds renouvelable de l’Office de la propriété intellectuelle du Canada, et sont prélevées sur ce compte aux
fins prévues par ces règles.

SOR/2003-208, s. 6.

DORS/2003-208, art. 6.

NATIONAL PHASE

PHASE NATIONALE

[SOR/2003-208, s. 7]

[DORS/2003-208, art. 7]

56. Where an international application in which
Canada is designated is filed, the Commissioner shall act
as the designated Office as defined in Article 2(xiii) of
the Patent Cooperation Treaty.

56. Lorsqu’est déposée une demande internationale
dans laquelle le Canada est désigné, le commissaire agit
à titre d’office désigné au sens de l’article 2xiii) du Traité de coopération en matière de brevets.

57. Where an international application in which
Canada is designated is filed and the applicant has elected Canada as a country in respect of which the international preliminary examination report referred to in Article 35 of the Patent Cooperation Treaty shall be
established, the Commissioner shall act as an elected Office as defined in Article 2(xiv) of the Patent Cooperation Treaty.

57. Lorsqu’est déposée une demande internationale
dans laquelle le Canada est désigné et que le demandeur
a élu le Canada comme pays pour lequel un rapport
d’examen préliminaire international visé à l’article 35 du
Traité de coopération en matière de brevets doit être établi, le commissaire agit à titre d’office élu au sens de
l’article 2xiv) de ce traité.

58. (1) An applicant who designates Canada, or who
designates and elects Canada, in an international application shall, within the time prescribed by subsection (3),

58. (1) Le demandeur qui, dans une demande internationale, désigne le Canada ou désigne et élit le Canada
est tenu, dans le délai prévu au paragraphe (3) :

(a) where the International Bureau of the World Intellectual Property Organization has not published the
international application, provide the Commissioner
with a copy of the international application;

a) lorsque le Bureau international de l’Organisation
mondiale de la propriété intellectuelle n’a pas publié
la demande internationale, de remettre au commissaire
une copie de cette demande;

(b) where the international application is not in English or French, provide the Commissioner with a
translation of the international application into either
English or French; and

b) lorsque la demande internationale n’est ni en français ni en anglais, de remettre au commissaire la traduction française ou anglaise de cette demande;
c) de verser la taxe nationale de base appropriée visée
au paragraphe 3(5).

(c) pay the appropriate basic national fee prescribed
by subsection 3(5).
(2) An applicant who complies with the requirements
of subsection (1) after the second anniversary of the international filing date shall, within the time prescribed
by subsection (3), pay any fee set out in item 30 of

(2) Le demandeur qui se conforme aux exigences du
paragraphe (1) après le deuxième anniversaire de la date
du dépôt international verse, dans le délai visé au paragraphe (3), la taxe prévue à l’article 30 de l’annexe II qui
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Schedule II that would have been payable in accordance
with section 99 or 154 had the international application
been filed in Canada as a Canadian application on the international filing date.

aurait été exigible selon les articles 99 ou 154 si la demande internationale avait été déposée au Canada à titre
de demande canadienne à la date du dépôt international.

(3) An applicant shall comply with the requirements
of subsection (1) and, where applicable, subsection (2)
not later than on the expiry of

(3) Le demandeur se conforme aux exigences du paragraphe (1) et, s’il y a lieu, du paragraphe (2) dans le
délai suivant :

(a) the 30-month period after the priority date; or

a) dans les trente mois suivant la date de priorité;

(b) if the applicant pays the additional fee for late
payment set out in item 11 of Schedule II before the
expiry of the 42-month period after the priority date,
the 42-month period after the priority date.

b) s’il verse la surtaxe pour paiement en souffrance
prévue à l’article 11 de l’annexe II avant l’expiration
du quarante-deuxième mois suivant la date de priorité,
dans les quarante-deux mois suivant cette date.

(4) If the applicant provides a translation of the international application into either English or French in accordance with paragraph (1)(b) and the Commissioner
has reasonable grounds to believe that the translation is
not accurate, the Commissioner shall requisition the applicant to provide either

(4) Lorsque le demandeur remet la traduction française ou anglaise de la demande internationale conformément à l’alinéa (1)b), le commissaire, s’il a des motifs
raisonnables de croire que la traduction n’est pas exacte,
exige du demandeur qu’il fournisse :
a) soit la déclaration du traducteur affirmant que, à sa
connaissance, la traduction est complète et fidèle;

(a) a statement by the translator to the effect that, to
the best of the translator’s knowledge, the translation
is complete and faithful, or

b) soit une nouvelle traduction ainsi qu’une déclaration du traducteur selon laquelle, à sa connaissance, la
nouvelle traduction est complète et fidèle.

(b) a new translation together with a statement by the
translator to the effect that, to the best of the translator’s knowledge, the new translation is complete and
faithful.
(5) Where the applicant who complies with the requirements of subsection (1) is not the applicant originally identified in the international application, the Commissioner shall requisition evidence that the applicant
who complies with the requirements of that subsection is
the legal representative of the originally identified applicant where the documents already in the Patent Office do
not provide such evidence.

(5) Lorsque le demandeur qui s’est conformé aux exigences du paragraphe (1) n’est pas le demandeur désigné
initialement dans la demande internationale, le commissaire exige la preuve, si celle-ci ne ressort pas des documents déjà au Bureau des brevets, que le demandeur qui
s’est conformé aux exigences du paragraphe (1) est le représentant légal du demandeur désigné initialement.

(5.1) Where the applicant who complies with the requirements of subsection (1) does not comply with a requisition made by the Commissioner pursuant to subsection (5) within three months after the requisition is made,
that applicant shall be deemed never to have complied
with the requirements of subsection (1).

(5.1) Lorsque le demandeur qui s’est conformé aux
exigences du paragraphe (1) ne se conforme pas à l’exigence formulée par le commissaire en vertu du paragraphe (5) dans les trois mois suivant la formulation de
cette exigence, il est réputé ne jamais s’être conformé
aux exigences du paragraphe (1).
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(5.2) The Commissioner is not authorized under subsection 26(1) to extend the time prescribed by subsection
(5.1) beyond the later of the expiry of the 6-month period after the requisition is made and the expiry of the 42month period after the priority date.

(5.2) Le commissaire n’est pas autorisé en vertu du
paragraphe 26(1) à proroger le délai prévu au paragraphe
(5.1) au-delà de la période de six mois suivant la formulation de l’exigence ou de la période de quarante-deux
mois suivant la date de priorité, selon celle de ces périodes qui se termine la dernière.

(6) For the purposes of subsection (2), “international
filing date” means the date accorded to an international
application by a receiving Office pursuant to Article 11
of the Patent Cooperation Treaty.

(6) Pour l’application du paragraphe (2), « date du dépôt international » s’entend de la date accordée par l’office récepteur à la demande internationale en conformité
avec l’article 11 du Traité de coopération en matière de
brevets.

(7) Subsection 26(1) does not apply in respect of the
times specified in subsection (3).

(7) Le paragraphe 26(1) ne s’applique pas aux délais
prévus au paragraphe (3).

(8) Article 48(2) of the Patent Cooperation Treaty
does not apply in respect of the times specified in subsection (3) of this section or in respect of any time limit
applicable to a PCT national phase application.

(8) L’article 48(2) du Traité de coopération en matière de brevets ne s’applique pas aux délais prévus au
paragraphe (3) du présent article ni aux délais applicables à l’égard d’une demande PCT à la phase nationale.

(9) An international application may not become a
PCT national phase application where:

(9) La demande internationale ne peut devenir une
demande PCT à la phase nationale si :

(a) before April 1, 2002, the 32-month period after
the priority date has expired;

a) une période de trente-deux mois suivant la date de
priorité s’est écoulée avant le 1er avril 2002;

(b) the applicant had not complied with the requirements of subsection (1) and, where applicable, subsection (2) before the expiry of that period; and

b) le demandeur ne s’est pas conformé aux exigences
du paragraphe (1) et, s’il y a lieu, du paragraphe (2)
avant l’expiration de cette période;

(c) an election of Canada was not made before the expiry of the nineteenth month after the priority date.

c) l’élection du Canada n’a pas été faite avant l’expiration du dix-neuvième mois suivant la date de priorité.

(10) Once an international application becomes a
PCT national phase application, it may not become a further PCT national phase application unless the earlier
PCT national phase application has been withdrawn.

(10) Dès qu’une demande internationale devient une
demande PCT à la phase nationale, elle ne peut devenir
une nouvelle demande PCT à la phase nationale que si la
première demande PCT à la phase nationale est retirée.

SOR/99-291, s. 5; SOR/2002-120, s. 1; SOR/2007-90, s. 10.

DORS/99-291, art. 5; DORS/2002-120, art. 1; DORS/2007-90, art. 10.

APPLICATION OF CANADIAN LEGISLATION

APPLICATION DE LA LÉGISLATION CANADIENNE

59. When an international application becomes a PCT
national phase application, the application shall thereafter be deemed to be an application filed in Canada and
the Act and these Rules shall thereafter apply in respect
of that application.

59. Lorsqu’une demande internationale devient une
demande PCT à la phase nationale, elle est dès lors réputée être une demande déposée au Canada et assujettie à
la Loi et aux présentes règles.
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(4) Elements of the same figure shall be in proportion
to each other unless a difference in proportion is indispensable for the clarity of the figure.

(4) Chaque élément d’une figure est en proportion
avec chacun des autres éléments de la figure, sauf
lorsque l’utilisation d’une proportion différente est indispensable pour la clarté de la figure.

(5) The height of the numbers and letters in a drawing
shall not be less than 0.32 cm.

(5) La hauteur des chiffres et des lettres dans un dessin n’est pas inférieure à 0,32 cm.

(6) The same page of drawings may contain several
figures.

(6) Une même page de dessins peut contenir plusieurs
figures.

(7) Where figures on two or more pages are intended
to form a single complete figure, the figures on the several pages shall be so arranged that the whole figure can
be assembled without concealing any part of the partial
figures.

(7) Lorsque des figures paraissant sur plus d’une page
constituent une seule figure complète, elles sont présentées de telle sorte que l’on puisse assembler la figure
complète sans cacher aucune partie des figures partielles.

(8) The different figures shall be numbered consecutively.

(8) Les différentes figures sont numérotées consécutivement.

(9) Reference characters not mentioned in the description shall not appear in the drawings, and vice versa.

(9) Des signes de référence non mentionnés dans la
description ne peuvent figurer dans les dessins, et vice
versa.

(10) The same features, when denoted by reference
characters, shall, throughout the application, be denoted
by the same characters.

(10) Les signes de référence des mêmes éléments sont
identiques dans toute la demande.

(11) The drawings shall not contain text matter except to the extent required for the understanding of the
drawings.

(11) Les dessins ne peuvent contenir de texte, sauf
dans la mesure nécessaire à leur compréhension.

PHOTOGRAPHS

PHOTOGRAPHIES

83. In any case in which an invention does not admit
of illustration by means of drawings but does admit of illustration by means of photographs, the applicant may,
as part of the application, furnish photographs, or reproductions of photographs, that illustrate the invention.

83. Lorsqu’une invention est d’une nature telle
qu’elle ne peut être illustrée par des dessins, mais qu’elle
peut être illustrée par des photographies, le demandeur
peut inclure dans la demande de telles photographies ou
des reproductions de celles-ci.

CLAIMS

REVENDICATIONS

84. The claims shall be clear and concise and shall be
fully supported by the description independently of any
document referred to in the description.

84. Les revendications sont claires et concises et se
fondent entièrement sur la description, indépendamment
des documents mentionnés dans celle-ci.

85. If there are several claims, they shall be numbered
consecutively in Arabic numerals beginning with the
number "1”.

85. S’il y a plus d’une revendication, elles sont numérotées consécutivement, en chiffres arabes, à partir du
chiffre 1.
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