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1. SOCAN files this submission in Reply to the Response filed by the Entertainment Software 

Association/Entertainment Software Association of Canada (collectively, ESA) and to the 

Response filed by Apple Inc./Apple Canada Inc. (collectively, Apple). 

The proposed appeal does not involve the mere application of “settled law”  

2. Contrary to the Respondents’ arguments,1 the Federal Court of Appeal (FCA) did not apply 

“settled law” to the interpretation of the Making-Available Provision.  

3. Parliament enacted the Copyright Modernization Act (CMA) before this Court released its 

decisions in ESA (2012) and Rogers.2 

4. As the Copyright Board observed, the meaning of words used in legislation is fixed at the 

time of enactment.3 At the time of the CMA’s enactment on June 29, 2012, the transmission 

of a download had long been understood to engage the communication right in addition to 

the reproduction right.4  

5. ESA (2012) and Rogers were not released until July 2012, after the CMA received royal 

assent. Thus, they are not “settled law” in relation to the interpretation of the Making-

Available Provision, nor could they have informed or constrained how Parliament intended 

the Making-Available Provision to be interpreted.5 That is precisely the question raised by 

the proposed appeal, and precisely why leave is warranted.  

6. This Court’s conclusion in ESA (2012) that the transmission of a download is not a 

communication was also based on a different legislative and treaty history.6 ESA (2012) 

                                                   
1 Apple Response at paras 23-34; ESA Response at paras 44-55. 
2 Entertainment Software Association v. Society of Composers, Authors and Music Publishers of 
Canada, 2012 SCC 34 [ESA (2012)]; Rogers Communications Inc. v Society of Composers, 
Authors and Music Publishers of Canada, 2012 SCC 35 [Rogers]. 
3 Decision of the Copyright Board of Canada, Communication to the Public by 
Telecommunication—Scope of Section 2.4(1.1) of the Copyright Act—Making Available dated 
August 25, 2017 (revised September 22, 2017) [Board Decision], Application Record, Tab 2A at 
para 135, citing Perka v. The Queen, [1984] 2 SCR 232 at 265-266. 
4 ESA (2012) at paras 61-62. 
5 Board Decision at para 97. 
6 Board Decision at para 112. 
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did not consider the CMA or the WIPO Copyright Treaty (WCT). The CMA was enacted 

with the express purpose of updating the law and implementing the new requirements of 

the WCT. Thus, to view the law as fully “settled” based on ESA (2012), as the Respondents 

propose, is to miss the point of the CMA and the WCT, as well as the many government 

statements explaining the purpose of the new Making-Available Provision.7 

7. The Respondents’ argument that the FCA Decision is consistent with Rogers, because 

Rogers referenced Article 8 of the WCT, is equally misguided.8  

8. Rogers considered the WCT in a narrow context that in no way “settles” the issues raised 

in the proposed appeal. The “sole issue” in that case was “the meaning of the phrase ‘to the 

public’ in s.3(1)(f) of the Act”9 – specifically, whether point-to-point streams of music 

constitute communications “to the public,” despite being received by individual consumers 

on demand.10 This Court considered the WCT only in that limited context. It did not 

consider whether the making-available right in the WCT applies to downloads or covers 

the mere act of making available without a subsequent transmission, or what Parliament 

intended when bringing that provision of the WCT into Canada’s domestic legislation.  

9. The Respondents place great emphasis on a passage from Rogers that quotes a publication 

by Dr. Jane Ginsburg, which describes the making-available right in the WCT as neither a 

reaffirmation nor a novelty, but as resolving an ambiguity.11 However, far from supporting 

the Respondents’ submissions, that publication contradicts their view of the so-called 

“settled law.” In the quoted text, Dr. Ginsburg was addressing only whether an on-demand 

                                                   
7 See, e.g., Board Decision at para 102; FCA Decision at para 55. 
8 See, e.g., Apple Response at paras 8, 44-48. 
9 Rogers at para 2. 
10 Ibid. at paras 2, 43.  
11 Apple Response at para 47; ESA Response at para 51. 
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transmission is “to the public,” but the publication as a whole concluded that the making-

available right applies to downloads.12  

10. Dr. Ginsburg also provided expert evidence in the underlying Copyright Board proceeding 

on the meaning of Article 8 of the WCT. She opined that it “requires a member state to 

cover both kinds of access (streaming and downloading), and to cover not only actual 

transmissions of streams and downloads, but also the offering to communicate the work as 

a stream or a download.” The Board relied on that evidence as well as Dr. Ginsburg’s 

earlier publications.13  

11. ESA also observes that Parliament chose not to reverse ESA (2012) or Rogers in subsequent 

amendments.14 If anything, that observation supports SOCAN’s position in the proposed 

appeal. The relevant amendments received royal assent in December 2018 and March 

2020, before the release of the FCA Decision in June 2020. Therefore, at the time of the 

amendments, the Board’s interpretation of the Making-Available Provision remained 

“good law.” ESA’s observation would suggest that Parliament agreed with the Board’s 

decision, since it did not reverse that decision in the 2018 and 2020 amendments.  

12. Finally, the suggestion that the FCA Decision “flows naturally” from CBC v. SODRAC is 

flawed.15 On the contrary, in CBC v. SODRAC, this Court confirmed that a single process 

can include fundamentally distinct activities, which may be licensed separately without 

amounting to a mere layering of rights. It also stressed that so-called “technological 

neutrality” poses no barrier to recognizing the distinct legal character of separate acts.16 

That supports the Board’s interpretation of the Making-Available Provision as protecting 

                                                   
12 J. C. Ginsburg, “The (new?) right of making available to the public”, in D. Vaver and L. Bently, 
eds., Intellectual Property in the New Millennium: Essays in Honour of William R. Cornish (2004). 
See, e.g., at 5-6, re: Pirates-R-Us Website. 
13 Board Decision at paras 143, 159, 160. 
14 ESA Response at para 59 et seq. 
15 Apple Response at paras 23, 38-39. 
16 Canadian Broadcasting Corp. v. SODRAC 2003 Inc., 2015 SCC 57 [CBC v. SODRAC] at para 
63.  
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the act of making a work available both separately from any subsequent transmission and 

in the absence of any transmission. 

The proposed appeal is not moot, nor is it a “private reference” 

13. Both Apple and ESA argue that the proposed appeal is “moot,” “a private reference,” or a 

“purely academic exercise.” But those arguments conflate the Board’s decision on the 

Making-Available Provision with the Board’s decision setting the royalty for online music 

services. These two decisions are separate decisions, arising from separate processes. The 

decisions involve different parties, were subject to separate applications for judicial review, 

and were considered separately by the FCA. 

14. Shortly after the CMA came into force, the Board recognized the broad application of the 

Making-Available Provision and instituted a separate process to consider its application. 

In its Notice setting out the parameters of the separate legal process, the Board observed 

that the importance of the provision extended far beyond the online music services tariff. 

The Board emphasized the effect that any decision interpreting the Making-Available 

Provision would have on copyright law in general as follows: 

The issue certainly is not limited to a single SOCAN tariff, and probably 
not limited to SOCAN itself. Any decision the Board may render on the 
meaning of the making available right with respect to musical works will 
have some impact on the interpretation of the same right with respect to 
other works, performances and recordings, especially if the Board’s 
decision is judicially reviewed.17 

15. The Board intentionally designed a separate process that would address the legal issue 

generally, without reliance on the factual record in the online music services proceeding. 

The Board described the benefits of instituting a separate process as follows: 

First, the interpretation of the making available right essentially raises 
purely legal issues that require little (or preferably, no) discovery or 
presentation of new evidence. 

                                                   
17 Board Decision at para. 7. 
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Second, the issue would be best approached through a separate proceeding 
during which all those who may be affected by a decision of the Board 
may have an opportunity to make their views known.18 

16. The Board’s decision on the Making-Available Provision is a legal ruling that determines 

which activities are covered by the expanded right of communication to the public. This 

determination applies to all protected works and other subject matter and to all copyright 

owners. It affects all users who consume or distribute copyright-protected content online.  

17. Thus, contrary to ESA’s assertion,19 the two decisions of the Board were intended to be 

understood in isolation. The decision on the Making-Available Provision is broad-based 

and for general application. The online music services rate-setting decision simply 

incorporated the Board’s ruling on the Making-Available Provision as one factor among 

many in the more focused exercise of setting the royalty payable for an activity. 

18. ESA is also wrong to assert that, unless both Board decisions are resolved in SOCAN’s 

favour, the outcome of the proposed appeal is of no practical effect.20 Again, ESA fails to 

account for the broad application of the Board’s decision on the Making-Available 

Provision, which extends well beyond the online music services proceeding. 

19. The proposed appeal is entirely distinguishable from the authorities cited by the 

Respondents. For example, in Borowski,21 the appeal concerned the constitutionality of 

provisions of the Criminal Code that had been struck down prior to the hearing of the 

appeal, rendering the appeal entirely academic. By contrast, the Making-Available 

Provision is a critical provision of the Copyright Act, with broad application. 

20. All holders of the communication right in all types of works (and all holders of the making-

available right in sound recordings and performers’ performances) depend on a clear and 

accurate meaning of the Making-Available Provision. It is important to the many copyright 

                                                   
18 Board Decision at para. 7. 
19 ESA Response at para. 23. 
20 ESA Response at para. 72. 
21 ESA Response at para 76, citing Borowski v Canada (AG) [1989] 1 SCR 342. 
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collective societies, including SOCAN, who file proposed tariffs with the Board and enter 

into licence agreements with users relating to the online distribution of works and other 

subject matter. It is also important to copyright owners seeking to combat peer-to-peer 

piracy, and to all rights holders and users more generally. 

21. Without guidance from this Court, those rights holders and users will be left to test the 

extent of the Provision’s protection through individual enforcement proceedings, raising 

the spectre of inconsistent rulings. The Federal Court shares jurisdiction over copyright 

matters with provincial Superior Courts, so there is a significant risk of conflicting 

decisions if the meaning of the Making-Available Provision is left to be determined on an 

ad hoc basis. 

22. Moreover, allowing the law on the Making-Available Provision to develop on a case-by-

case basis will squander the robust record that was before the Board. The record below 

consists of written submissions from dozens of participants from a broad cross-section of 

the creative industries, as well as reports from five of the world’s leading experts on 

international copyright law. 

The FCA should not have declined to interpret the Making-Available Provision  

23. Apple submits that the FCA was entitled to quash the Board’s interpretation of the Making-

Available Provision without rendering a “definitive” interpretation,22 suggesting that this 

Court adopted the same approach in Vavilov. However, that mischaracterizes Vavilov. 

Viewed in its proper context, Vavilov does not support Apple’s argument.  

24. Vavilov involved the narrow legal question of whether a foreign spy constitutes an 

“employee in Canada of a foreign government” under s.3(2)(a) of the Citizenship Act, RSC 

1985, c C-29. Only the appellant stood to be directly affected by the determination of that 

question. That is precisely why this Court, having concluded that the provision did not 

affect the appellant’s rights, found it unnecessary to offer a definitive interpretation of the 

                                                   
22 Apple Response at para 55 et seq. 
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provision or to remit the matter back to the administrative decision maker. Doing so would 

have served no purpose in the narrow circumstances of that case. 

25. By contrast, as noted above, the meaning of the Making-Available Provision directly 

affects not only SOCAN, Music Canada, and the Respondents, but also the more than 30 

parties who filed submissions with the Board because they “consider[ed] themselves to be 

affected” by this issue,23 as well as all rights holders and users more generally. 

26. If the FCA Decision is allowed to stand, it will stand for a long time to come, with wide 

implications. Unlike the situation in Vavilov, the FCA Decision creates additional 

uncertainty not only for the parties, but for the many stakeholders who require clear and 

predictable copyright rules. The confusion is apparent even in Apple’s Response, which 

equivocates as to the scope of protection of the Making-Available Provision (“… even if 

the Making-Available Provision protects the initial preparatory step…”).24  

27. This confusion has recently surfaced in a decision of the Federal Court. In Warner Bros. 

Entertainment Inc. v. White (Beast IPTV),25 the Federal Court understood the FCA 

Decision to have suggested that the Making-Available Provision creates an exclusive right 

in the context of an action for infringement, but not in the context of setting a tariff.26 That 

cannot be correct. As this Court made clear in CBC v. SODRAC, the exclusive rights and 

protections created by the Copyright Act are not context-dependent.27 The confusion 

apparent in the Warner decision is a direct result of the FCA’s refusal to provide a 

comprehensive interpretation of the Making-Available Provision. 

28. It could be many years before this Court has another opportunity to provide clarity and 

guidance on the meaning of the Making-Available Provision. In the meantime, the Federal 

Court, which hears the lion’s share of copyright cases in Canada, and the Board would be 

                                                   
23 Board Decision at para. 7. 
24 Apple Response at para 43. 
25 2021 FC 53 [Warner]. 
26 Warner at para. 104. 
27 CBC v. SODRAC; see also Euro-Excellence Inc. v. Kraft Canada Inc., 2007 SCC 37. 
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required to apply the FCA’s partial interpretation, leading to substantial expenditure of 

party and judicial resources and the risk of inconsistent decisions.  

The Making-Available Provision addresses peer-to-peer networks, not piracy 

29. The Respondents’ submissions on piracy are misplaced. The Respondents are conflating 

piracy, in the general sense, with peer-to-peer networking, which presents challenges and 

difficulties that are not addressed by the provisions of the Copyright Act cited by the 

Respondents.  

30. Peer-to-peer transmission technology poses problems for traditional copyright laws 

because of its decentralized, distributed nature. A file transmitted over a peer-to-peer 

network does not emanate from a single point, like an analog broadcast, nor does it consist 

of series of point-to-point exchanges, like an Internet transmission. Rather, a file 

transmitted over a peer-to-peer network is divided into small “chunks” and transmitted 

from all peers to all other peers simultaneously and non-sequentially.  

31. The solution to the problem posed by peer-to-peer networks is the making-available right, 

which changes the triggering communicative act from the act of transmitting to the act of 

offering to transmit. The making-available right was introduced into international 

copyright law to ensure that copyright law kept pace with changing distribution 

technologies, like peer-to-peer networks. Government statements confirm that Parliament 

enacted the CMA into domestic law for the same purpose.28 

The role of international law in interpreting domestic statutes is a live issue and an 
important question of law 

32. Apple attempts to downplay the role that international law plays in this appeal. 

International law is central to this case. Indeed, the FCA Decision spends 25 paragraphs of 

its 109-paragraph decision (over one-fifth) on international law issues, including the 

relevance of international law in interpreting domestic statutes. The only topic that takes 

up more space in the FCA Decision is the standard of review.  

                                                   
28 Board Decision at para 101. 
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33. However, despite paying lip service to the jurisprudence of this Court, the FCA ultimately 

concluded that the Board was wrong to refer to international law at all. The FCA reached 

that conclusion despite the preamble to the CMA, which expressly identifies the 

international instruments the Act was intended to implement. The FCA reasoned that the 

Making-Available Provision is sufficiently clear on its face to preclude any reference to 

international law.29 

34. A key question of law raised by this proposed appeal is whether a statutory preamble that 

expresses Parliament’s intent to comply with a particular international instrument 

constitutes a circumstance where international law can be appropriately considered. Put 

another way, this appeal raises the question of whether a reviewing court, having 

determined that the context and purpose of a legislative provision is to achieve compliance 

with an international obligation, can then choose to adopt an interpretation that fails to 

achieve that compliance, even where the court or tribunal below has arrived at a textual 

and contextual reading of the provision that is capable of such compliance. 

35. The Board held unequivocally that unless the Making-Available Provision applies to offers 

to transmit downloads, the Copyright Act is not compliant with the WCT. The FCA did not 

take issue with this finding, but adopted a reading of the Provision that does not cover 

offers to transmit downloads, leaving the Copyright Act non-compliant. 

36. The intervention of this Court is required to clarify the role of international law in 

interpreting a statutory provision enacted to implement a treaty, particularly where the 

FCA’s approach would render Canada non-compliant.  

 

ALL OF WHICH IS RESPECTFULLY SUBMITTED. 

Dated at Ottawa, Ontario this 25th day of January 2021. 

                                                   
29 FCA Decision at para. 92. 
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